fiov. 3. 2005 2:53PM INGRASSIA FISHER & LORENZ PC 



No. 3913 P. 1 



INGRASSIA FISHER & LORENZ, P.C. 

71 50 E. CAMELBACK, SUITE 325 RECEIVED 

SCOTTSDALE, ARIZONA 85251 CENTRAL FAX CENTER 

Telephone: (480) 385-5060 Q 3 2005 



Facsimile: (480) 385-5061 



FACSIMILE TRANSMITTAL SHEET 


to: 

Popham, Jeffrey D. , Examiner 


PKOM:^/ /J) 

Paul D. Amrozowicz, Reg. No. 45,2 w 


COMPANY: 

USPTO 




DATE: 

NOVEMBER 3, 2005 


FAX NUMBER; 

571 273-8300 




TOTAL NO. OF PAGES INCLUDING COVfiR: 

8 


PHONJ3 NUMBER: 




SENDER'S .REFERENCE NUMBER; 

044.0019 



RE: 



Transmittal 
Notice of Appeal 

Pre-Appcal Brief Request fot Review 
Arguments Accompanying Pxe- 
Appeal Brief Request for Review 



RECIPIENTS REFERENCE NUMBER 

09/911,149 



URGENT 



FOR REVIEW 



PLEASE COMMENT 



PLEASE REPLY 



PLEASE RECYCLE 



NOTES/COMMENTS: 



RECEIVED 

OIPE/IAP 

EXAMINING GROUP ART UNIT 2137 NO V 0 4 2005 

FORMAL COMMUNICATION 
INTENDED FOR ENTRY 



THIS MESSAGP. 1$ JNtKNDED ONLY FOR THE USE OF THE INDIVIDUAL OR ENTITY TO WHICH IT 13 aOdxkSSkd, AND MAY CONTAIN 
INFORMATION THAT l& PRIVILEGED* CONFIDENTIAL AND EXEMPT FROM DISCLOSURE UNDER APPLICABLE LAWS, if THE XEADER 
OF THIS MESSAGE IS NOT THE INTENDED RECIPIENT, OK 'CHK KMPLOYJEJE OR AGENT RESPONSIBLE FOR DELIVERING THE 
MK$$AG P. TO THE INTENDED RECIPIENT. YOU ARE HEREBY NOTIFIED THAT ANY DISSEMINATION. DISTRIBUTION OR COPYING OF 
THIS COMMUNICATION IS $YRlCltY PROHIBITED, IF YOU HAVE RECEIVED THIS COMMUNICATION IN ERROR, PLEaSP. NOTIFY US 

IMMED LATELY BY TELEPHONE AND RETURN ORIGINAL MK$$AGk TO U$ AT THE ABOVE ADDRESS VLA U.S. POSTAL SERVICE. j 
THANK YOU- j 

! 

PAGE 1/8 * RCVD AT 1 1/3/2005 5:00:31 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-H27 * DNIS:2738300 * CSID:4803855061 * DURATION (mm-ss):02-24 | 



Kov. 3. 2005 2:53PM 



RECEIVED 

I NGRASSI A FISHER & LORENZ pfNTRAL FAX CENTER 

NOV 0 3 2005 



No. 3913 P. 2 



PTO/SB/21 (09*4) 
Apt*oved for use through 07/31/2008. OMB 0651-0031 
U.S. Patent end Trwtema* Office; U.S. DEPARTMENT Of COMMERCE 



^MtenttePfloeiwDrlc Reduction Act of 1995 noegr&ftc* 

r 

TRANSMITTAL 
FORM 

(to be used tor att eo/raponefe/ra after initial filing) 


j era rgminfl to ffimgfrUttflcqh 

Application Number 


tifr? gf infefmatton \\n\m ft titofflffi a Yfllifl QMS mrrtna nymte 

09/911,149 1 


Filing Date 


07/23/2001 


First Named Inventor 


ChadW. Mercer 


Art Unit 


2137 


Examiner Name 


Popham, Jeffrey D. 


Total Number of Pages In Tnte Submission 7 


Attorney Docket Number 


044.0019 J 



ENCLOSURES (Check *// that apply) 



□ 

n 

□ 
□ 

□ 
□ 



Fee Transmittal Form 

Fee Attached 

Amendment/Reply 
O After Final 

Affidavits/a©claratlon(s) 
Extension of Time Request 
Express Abandonment Request 
Information Disclosure Statement 



Certified Copy of Priority 
Documents) 

Repfy to Missing Parts/ 
Incomplete Application 

□ Reply to Missing Parts 
under 37 CFR 1,52 or 1.53 



LZ3 Drawlng(s) 

□ Ucensing-related Papers 

□ 

□ 
□ 
□ 
□ 
□ 



Petition 

Petition to Convert to a 
Provisional Application 
Power of Attorney, Revocation 
Change of Correspondence Address 

Terminal Disclaimer 
Request for Refund 

CD, Number of CD(s) 

| | Landscape Table on CD 



□ 
□ 

□ 



After Allowance Communication to TC 

Appeal Communication to Board 
of Appeals and Interferences 

Appeal Communication to TC 
(Appeal Notice, Brief, Repfy Brief) 



Proprietary Information 

[HI Status Letter 

E Other Enclosure's) (please Identify 
below): 

Pre-Appeal Brief Request for Review; and 
Arguments Accompanying Pre-Appeal Brief 
Request for Review. 



Remarks 




JURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm Name 



Signature 



Printed name 



| Reg. No. [ 452 ~ 



Date 



/Certificate of transmission/mailing 




i hereby certify that this correspondence, 
sufficient postage as first class majff in ari e 
the date shown below: 



transmitted to the USPTO or deposited with the United States Postal Service with 
ssed to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on 



Signature 



X^yped or printed name 



Date 



November 3. 2005 



Thfe oMeeuon of information is required by 37 CFft 1 .5. Tfie Information to required to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) en applteaflon. Confidentiality te oovemW bv/S5 U.S.C. 122 arfdj^CFR 1 .11 and 1.1 4. This collection Is estimated to 2 hours to complete, including 
gathering, preparing, and submitting the compterta«ppitcatioii term to the USPTO. Time will vary depending upon the Individual case. Any comments on the 
amount of lime you require to complete this form andfcr suggestions tor reducing this burden, should be sent to the Chief Information Officer, U.S. Patent end 
Trademark Office, U.S. Department of Commerce, P,Q, Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



// you neetf assistance in completing the form, call 1-800-PTO-9 199 and select option z 



PAGE 2/8 ' RCVD AT 11/3/2005 5:00:31 PM [Eastern Standard Time] 1 SVR:USPTO€FXRF«27 1 DNIS:2738300 ' CSID:4803855061 ' DURATION (mm-ss):02-24 



Nov. 3. 2005 2:54PM 1NGRASSIA FISHER & LORENZ PC 



No. 3913 P. 4 



Doc Code: AP.PREJREQ 



RECEIVED 
CENTRAL FAX CENTER 

NOV 0 3 2005 

PTO/sem {07-05} 

Approved for use through xxfiocttOOx. OM9 0651-oeba 
US. Patent end Ttawtemwk Offlce; US. DEPARTMENT OF COMMERCE 



PRE-APPEAL BRJEF REQUEST FOR REVIEW 


Docket Number (Options!) 
044.0019 




AppScatfon Number 

09/911*149 


Fired 
07/23/2001 


First Named Inventor 

Chad W* Mercer 


Art Unit 

2137 


Examiner 

J,D, Popham 



Applicant requests redrew of the final r^ectfon in the above-identified application. No amendments are balng filed 
with this request 



Thfs request is being filed with a notice of appeal. 



The review is requested for the reasonfs) stated on the attached sheets! 
Note: No more than five (5) pages may be provided. 



arnfha 
| appllcanWnvantor, 



n 

E3 



assJgnae of racon* of the entire interesL 

Sea 37 CFR 3,71 Statement under 37 CFR 3.73(b) te enclosed, 

(Form PTO/SS/9S) 



Xj attorney or agen! of record* 45*264 
RejislrfSon number 




Type? or prtnfed nam? 
480 38&=^060 



[ attorney or agent acting under 37 CFR 1 .34. . 
Registration' number If acting under 37 CFR 1-34 _ 



Telephone number 
November 3, 2005 



Date 



NOTE Signatures of afJ the inventors or asafgnees of record of file entire iitereat or their representatives) en* required. 
Submit mtirtfpte forms if more than one sJgnafura Is rag urred, see below*. 



HI 



Total of 



foims are submitted. 



TFhs ccfladjon # inforrnstton [3 required fcy 35 U.S.C. 132. Tha frtfam^nb required to obtain or reSafri a bonsfif by 1ha public wtifcfcis to file (arid byttwUSPTO 
k» process) an ajjpS calton / CanfictentieHy b-govsnad by S5 US.C 122 and 37 CFR 1.11. 1.14 and 41,5. Thb COfetiion Estimated to tate 12 frfnUteS to 
compfete, induiTing getfierfngL papering, srd sutimKSng the catip/aiad eppfcatlon torn to the USPTO. Tuna u-3 very depending upon the tndividuaJ cssa Any 
comments on the amount of timo you roqiira to complete tWa form and/6V suggestions fbr recftiang thte burden, stolid be tent to the CNef Intormstfon Officer, 
as; Retort end Trademark Office. OS. Department' of CommeM P.O. Box 1450. Alexandria, VA 22313-1450. DO MOT SEND FEES OR COMPLETED 
FORMS TO THIS ADDRESS. SEND TO: MaJ! Stop AF, Commissioner Rrf Patents, P.O. Box 1450, Ataxamdria, VA ZZ31 3-1450. 

tfywne&f$38lst&XX th CCmpiOiiig tts faun; caff 1-80Q-PTD-Q1$9 GMt£6bC?Op§on 2. 



PAGE 4/8' RCVD AT 11/3/2005 5:00:31 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/27 4 DNIS:2738300 * CSH):4803855061 ' DURATION (mm-ss):02-24 



Itov. 3. 2005 2:54PM INGRASSI A FISHER & LORENZ PC 

RECEIVED 

CENTRAL FAX CENTER 



NOV 0 3 2005 



No. 3913 P. 5 
UTILITY PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: Chad W. MERCER et al. Group Art Unit: 21 37 
Serial No.: 09/911,149 Examiner: J.D. Popham 

Filed: Jury 23, 2001 Confirmation No.: 4485 

For: METHOD FOR ESTABLISHING A SECURITY ASSOCIATION BETWEEN 
TWO OR MORE COMPUTERS COMMUNICATING VIA AN 
INTERCONNECTED COMPUTER NETWORK 
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ARGUMENTS ACCOMPANYING PRE- APPEAL BRIEF REQUEST FOR REVIEW 

I. Status of Claims 

Claims 1-8 and 36 remain pending in this application, with Claims 1, 6, and 36 
being the independent claims. 

H. Rejections under 35 U.S.C. S 102 

Claims 1 , 4, and 36 were rejected under 35 U.S.C. § 1 02(e) as allegedly being 
anticipated by U.S. Patent No. 6,845,449 f Carman et al.V 

Independent Claim 1 relates to method of establishing a secure communication 
channel for information flow between two or more computers communicating via an 
interconnected computer network, and independent Claim 36 relates to a computer- 
readable medium containing computer executable code for instructing a computer to carry 
out the method of independent Claim 1. Independent Claims 1 and 36 each include the 
steps of receiving a security association data structure from one or more computers via 

1 
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the interconnected computer network, and storing the received security association data 
structure in a memory region having a specific memory address value associated 
therewith, and each recites, inter alia, assigning the specific memory address value as a 
security parameter index value associated with the received security association data 
structure. 

Carman et aL relates to a system and method for detecting and correcting errors 
using an authentication mechanism, and discloses receiving security association (S A) 
payloads, responding with the lowest number transform that supports the SA, and 
generating a suite of S As, one for each common authentication gear between 
communicants (col. 17, 11. 3-53). Caiman et aL further discloses sending a security 
parameter index (SPI) and SA information to a PF_KEY module for storage in a security 
policy database (SPD) and a security association database (SAD), respectively (col. 17, 1L 
57-60), and using the SPI to access the SAD to retrieve appropriate authentication gear 
information (col. 18, 11. 7-56). 

According to the final Office action, the latter function noted above, namely using 
the SPI to access the SAD, allegedly constitutes "assigning the specific memory address 
value as a security parameter index value associated with the received security association 
data structure," as is recited in independent Claims 1, 6, and 36. In support of this the 
Office action states that because Caiman et aL teaches that the SPI value is "used to 
access the SAD," then "the SPI must be the index (address value) associated with the 
SA." See Office action at 2. Applicants submit, however, that is an erroneous 
conclusion. 

Applicants fully admit in the background of the instant application that "using* 
the SPI to access the SAD is well-known. Specifically, Applicants fully disclose that the 
known methodology is to hash the SPI value together with the destination address and 
security protocol to create a hash key, which is used to hash into the SAD to find a match 
using a linear search technique. However, as Applicants have repeatedly argued, 
Applicants' invention, as is clearly and unambiguously recited in the independent claims, 
is not directed to a method of merely "using" the SPI value to access the SAD. Rather, 
Applicants' claimed method is much more specific in that the assigned SPI value is the 

2 
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specific memory address value in which the associated SA is stored in the SAD (see 
Amendment dated March 4, 2005 at page 8; Amendment dated August 5, 2005 at page 3). 
At no time has the Examiner pointed to any location in Carman et al, where this specific 
feature is disclosed, taught, or even remotely suggested* The only teaching even remotely 
related to the "use" of the SPI goes no further than the previously mentioned generalized 
statements of SPI usage. 

Based on the generalized statements associated with how the SPI is used, the 
skilled artisan reading Carman et al. could only conclude that the teaching refers to what 
was generally known in the art at the time the inventors invented the instant invention. 
Without the luxury of Applicants' own disclosure a skilled artisan would not have even 
considered the generalized teaching of "using" the SPI to access the SAD to mean that the 
SPI is the specific address value in the SAD at which the associated SA is stored. 

Hence, Applicants submit that Carman et al fails to disclose, or even remotely 
suggest, at least the above-noted feature of independent Claims 1 and 36. As such, 
Applicants respectfully request reconsideration and withdrawal of the § 102(e) rejection. 

HI. Rejections Under 35 U.S.C. S 103 

Claims 2, 6, and 8 were rejected under 35 U.S.C. § 103 as allegedly being 
unpatentable over Carman et al, and U.S. Patent Application Publication No. 
2002/0184487 (Badamo et al. ), Claims 3 and 7 were rejected under 35 U.S.C. § 103 as 
allegedly being unpatentable over Carman et ah. Badamo et and RFC791 , and Claim 
5 was rejected under 35 U,S,C. § 103 as allegedly being unpatentable over Carman et al. 
U.S. Patent No. 6,055,236 (Nessett et aU . These rejections are respectfully traversed. 

As regards independent Claim 6, this claim, similar to independent Claims 1 and 
36, recites, inter alia, assigning the specific memory address value as a security parameter 
index value associated with the received security association data structure. 

Badamo et aL relates to a network gateway device and method for receiving and 
transmitting secure data, RFC791 is the DARPA Internet Program Protocol Specification, 
and Nessett et al. relates to a system and method for locating network services with 
distributed network address translation. However, none of Badamo etal.. RFC791, or 

3 
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Nessett et al. are understood to make up for at least the above-noted deficiency of Carman 
et al. Namely, none of these citations discloses, or even remotely suggests, assigning the 
specific memory address value as a security parameter index value associated with the 
received security association data structure, as recited in independent Claims 1, 6, and 36. 

In view of the foregoing, Applicant respectfully solicits reconsideration and 
withdrawal of the § 103 rejections. 

IV. Conclusion 

In view of the foregoing, it is submitted that the Examiner's reliance upon Carmen 
et al. does not support the rejection of independent Claims 1 and 36. Moreover,, 
Applicants do not understand the other citation of record that were combined with 
Carmen et al. namely Badamo et aL Nessit et al.. and RFC791, make up for the 
deficiencies of Carmen et al . As such, the above-noted rejections should be withdrawn. 

Hence, Applicants request that the reviewing panel find that the present 
application is in condition for allowance. 

If for some reason Applicant has not paid a sufficient fee for this response, please 
consider this as authorization to charge Ingrassia, Fisher <fc Lorenz, Deposit Account No. 
50-2091 for any fee which may be due. 



Respectfully submitted, 



Dated: November 3, 2005 • 



INGRASS; 
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